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DETAILED ACTION 

1. Claims 18-53 have been cancelled. Claims 1-3, 6, 8-16, and 54 have been amended. 
Claims 1-17 and 54 are pending in this office action. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-14, 16-17, and 54 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent Application Publication Number 2003/0065738 issued to Victor Shiang Yang et 
al. (hereinafter "Yang") in further view of U.S. Patent Application Publication Number 
2004/0087300 issued to John Ervin Lewis (hereinafter "Lewis"). 

Claim 1: 

Yang discloses a system for triggering a provisioning event in a service provider using a 
provisioning request message generated by an external system, comprising: 

a provisioning system (Yang: Fig. lb, 130 and 137) operable to receive the provisioning 
request message (Yang: paragraph [0049]; While the example discussed here has the user issue the provisioning 
request, it is noted that another external entity may also issue this request (paragraph [0047]).) from the external 
system (Yang: paragraph [0047], lines 1-8; Note the user may issue the provisioning request message or the call 
center (service provider) may issue the provisioning request message or some other entity (external system) may 
issue the provisioning request message.) and transmit information in the provisioning request message 
to the service provider to trigger the provisioning event (Yang: paragraph [0049], line 1 - paragraph 
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[0051], line 8), the provisioning system being «a separate entity from the external system and the 
service provider (Yang: Fig. lb, 130 and 137; The provisioning system (Fig. lb, 130) is in fact a separate entity 
than the external system (not shown in diagram, but mentioned in paragraph [0047], lines 1-8) and the service 
provider (Fig. lb, 150).)] 

wherein the information includes one or more attributes defined by the external system 

(Yang: paragraph [0047], lines 1-8; Again, note that the provisioning request message can be issued by an external 
system (other entity). Therefore, if an external system issues the request, the external system must define all the 
attributes of the message in Fig. 4a.)\ 

the provisioning system in communication with the external system and the service 
provider (Yang: paragraph [0049], line 1 - paragraph [0051], line 8; The provisioning system communicates with 
the external system when the external system makes the request. And the provisioning system communicates zoith 
the service provider through the application manager on the users mobile device.), wherein the service 
provider is operable to communicate with the entity to cause the provisioning event to occur in 
response to receiving the provisioning request message from the provisioning system (Yang: 

paragraph [0051], lines 1-8 and paragraph [0066]); 

the service provider operable to provide mobile communication service to the entity 

(Yang: paragraph [0021]; The system allows for the user to 'obtain information and services over a wireless 
communications network'. Surely this involves the service provider providing the entity with some form of mobile 
communication service.). 

Yang does not explicitly disclose wherein the provisioning request message includes 
information identifying an entity to which the provisioning event pertains. 
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However, Lewis discloses wherein the provisioning request message includes 
information identifying an entity to which the provisioning event pertains (Lewis: paragraph 10121], 

lines 5-9 and paragraph [0127], lines 1-5; The first reference shows that the routing information contains a 
destination device type. The second reference shows the routing information is part of the overall provisioning 
message to be sent. It is clear that the message sent is a provisioning request because it is used to verify the status of 
a subscription from a subscriber (service provider). This is one example from the applicant's specification of a 
provisioning event in paragraph 10009]. Note particularly where applicant states provisioning events include 
"status information associated with a service. " Since the message sent in the Lewis reference is a request to perform 
a provisioning event, the request must be a provisioning request (see paragraph [0012], lines 3-6 of applicant's 
specification). And the provisioning request message used by Lewis further includes "information identifying an 
entity to which the provisioning event pertains". This information in the Lewis reference is the 'Destination Device 
Type'. This routing information that is part of the provisioning request message makes is the provisioning entity 
section.). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the teachings of Yang with the teachings of Lewis noted above for the 
purpose of including a destination device type ("information identifying an entity") inside a 
provisioning request (Lewis: paragraph [0121], lines 5-9 and paragraph [0127], lines 1-5; First note that the 
routing information contains a device type. Then note that the routing information is part of the overall 

provisioning message to be sent.). The skilled artisan would have been motivated to improve the 
invention of Yang per the above such that the destination device type would aid in the delivery 
process of the provisioning request (Lewis: paragraph [0150], lines 5-8; The ARC receive the provisioning 
request from the subscriber (provisioning system) and then direct the provisioning request to the appropriate device 
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type. So one of ordinary skill in the art can clearly see that the device type can play an important role in the delivery 
of a provisioning request.). 
Claim 2: 

The combination of Yang and Lewis discloses all the elements of claim 1, as noted 
above, and Lewis further discloses wherein the one or more attributes include a name attribute 
that identifies the entity (Lewis: paragraph [0121], lines 5-9; The destination device type is the name attribute 
that identifies the entity. See rejection of claim 1 for further explanation of this reference.). 

Claim 3: 

The combination of Yang and Lewis discloses all the elements of claim 1, as noted 
above, and Lewis further discloses wherein the one or more attributes include a type attribute 
that identifies an entity type of the entity (Lewis: paragraph [0121], lines 5-9). 
Claim 4: 

The combination of Yang and Lewis discloses all the elements of claim 3, as noted 
above. Yang does not explicitly disclose wherein the type attribute identifies a model number of 
the entity. However, Lewis further discloses wherein the type attribute identifies a model 
number of the entity (Lewis: paragraph [0361], lines 1-4; The mobile identification number is the model 
number.). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to further modify the previously mentioned combination with the further teachings of 
Lewis noted above. The skilled artisan would have been motivated to further improve the 
previously mentioned combination per the above such that user and device information stored in 
a database can be used for routing messages, validation of services, and for enabling other data 
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services (Lewis: paragraph [0319]; This shows that the information stored in the MIND database can also be used 
in the provisioning requests disclosed by Lewis. Note that it specifically states that data stored in the MIND 
database (subscriber information) can be used for "routing messages" (or provisioning requests). And as cited in 
the rejection of claim 1, the routing information is part of the provisioning request.). 
Claim 5: 

The combination of Yang and Lewis discloses all the elements of claim 1, as noted 
above, and Yang further discloses wherein the service provider is a mobile data service provider 
(Yang: paragraph [0041], lines 2-5 and 12-15). 

Claim 6: 

The combination of Yang and Lewis discloses all the elements of claim 1, as noted 
above, and Lewis further discloses wherein the provisioning request message further includes 
provisioning data that identifies a particular entity to which the provisioning event pertains 

(Lewis: paragraph [0121], lines 5-9 and paragraph [0127], lines 1-5; See rejection of claim 1 for a detailed 
explanation of this reference.). 

Claim 7: 

The combination of Yang and Lewis discloses all the elements of claim 6, as noted 
above, and Yang further discloses wherein the particular entity is a mobile communication 

device (Yang: paragraph [0006], lines 1-3 and paragraph [0042], lines 4-8). 

Claim 8: 

The combination of Yang and Lewis discloses all the elements of claim 6, as noted 
above, and Lewis further discloses wherein the provisioning data includes one or more attributes 

defined by the external system (Lewis: paragraph [0319] and paragraphs [0035] and [0038]; The first 
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reference shows that the information stored in the MIND database can also , be used in the provisionmg requests 
disclosed by Lewis. Note that it specifically states that data stored in the MIND database (subscriber information) 
can be used for "routing messages" (or provisioning requests). And as cited in the rejection of claim 1, the routing 
information is part of the provisioning request. The second reference gives attributes defined by the external system 
and stored in the MIND database. These attributes from the MIND database can be included in the routing message 
and when the routing information is combined with the provisioning request message, as described above, the 
section of the message containing the attributes of the destination device is the provisioning data section.). 
Claim 9: 

The combination of Yang and Lewis discloses all the elements of claim 8 ? as noted 
above, and Lewis further discloses wherein the one or more attributes include a name attribute 
that identifies a type of information included within the provisioning data (Lewis: paragraph [0385] 
and [0388]; Note that all the name attributes listed by the applicant in paragraph [0024] are also listed in the cited 
paragraphs from Lewis. And again, the attributes listed in the cited paragraphs from Lewis can be included in the 
routing information (Lezvis: paragraph [0319]), and the routing information is then added to the provisioning 
request message. Further note that the reason Lewis incorporates these attributes so that a message can specify 
requests to provision entities (destination devices) on a plurality of diverse systems using different schemas 
(Applicant's specification paragraph [0024] and Lewis: paragraph [0093], lines 5-10).). 
Claim 10: 

The combination of Yang and Lewis discloses all the elements of claim 9, as noted 
above, and Lewis further discloses wherein the type of information included within the 
provisioning data includes a personal identification number (PIN) for the entity (Lewis: paragraph 

[0388], lines 15-17). 
Claim 11: 
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The combination of Yang and Lewis discloses all the elements of claim 9, as noted 
above, and Lewis further discloses wherein the type of information included within the 
provisioning data includes a product identifier for the entity (Lewis: paragraph [0361] and paragraph 
[0319], lines 7-8; The device identifier is the product identifier.). 

Claim 12: 

The combination of Yang and Lewis discloses all the elements of claim 9, as noted 
above, and Lewis further discloses wherein the type of information included within the 
provisioning data includes a billing identifier for the entity (Lewis: paragraph [0350], line 10 and 
paragraph [0319]). 
Claim 13: 

The combination of Yang and Lewis discloses all the elements of claim 9, as noted 
above, and Lewis further discloses wherein the type of information included within the 
provisioning data includes an international mobile subscriber identity identifier (IMSI) for the 

entity (Lewis: paragraph [0388], lines 1-6 and paragraph [0319]). 
Claim 14: 

The combination of Yang and Lewis discloses all the elements of claim 9, as noted 
above, and Lewis further discloses wherein the type of information included within the 
provisioning data includes a mobile subscriber integrated services digital network number 
(MSISDN) for the entity (Lewis: paragraph [0388], lines 1-6 and paragraph [0319]). 
Claim 16: 

The combination of Yang and Lewis discloses all the elements of claim 1, as noted 
above, and Lewis further discloses wherein the provisioning request message includes additional 
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information identifying one or more additional entities to which the provisioning event pertains, 
and wherein the additional information includes one or more attributes defined by the external 

system (Lewis: paragraphs [0172] and [0173]; These references disclose seitding provisioning requests to multiple 
or additional users. The multiple users are taken from a distribution list and all the users receive the same messages. 
Further additional users can be added to any list. Further for each additional user device type, destination address, 
and all other attributes are included in the message (this is equivalent to the provisioning entity and provisioning 

data item sections).). 

It would have been obvious for one of ordinary skill in the art at the time the invention 
was made to modify the previously mentioned combination with the further teachings of Lewis 
noted above. The skilled artisan would have been motivated to further improve the previously 
mentioned combination per the above such that a single message would contain routing 
information for multiple devices (Lewis: paragraph [0121], lines 2-5). 
Claim 17: 

The combination of Yang and Lewis discloses all the elements of claim 16, as noted 
above, and Lewis further discloses wherein a data structure relationship between the 
provisioning entity section and the one or more additional provisioning entity sections is defined 
by the external system (Lewis: paragraphs [0172]-[0173]; The distribution list on the external system creates 
the data structure relationship between the additional entities.). 
Claim 54: 

Claim 54 is rejected under the same reasons set forth in the rejection of claims 1 . 
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3. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yang in further 
view of Lewis and further in view of U.S. Patent Application Publication Number 2004/0058652 
issued to Christopher M McGregor et al. (hereinafter "McGregor"). 
Claim 15: 

The combination of Yang and Lewis discloses all the elements of claim 9, as noted 
above, but does not explicitly disclose wherein the type of information included within the 
provisioning data includes an integrated circuit card identifier (ICCID) for the entity. However, 
McGregor discloses wherein the provisioning data includes an integrated circuit card identifier 
(ICCID) for the entity (McGregor: paragraph [0201 ]). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify the previously mentioned combination with the teachings of McGregor 
noted above. The skilled artisan would have been motivated to improve the teachings of the 
previously mentioned combination per the above such that the ICCID could be used to identify a 
particular mobile device (McGregor: paragraph [0201], at least lines 3-7), 

Response to Arguments 

Applicant Argues: 

Among other distinctions, the cited references do not include a provisioning system that receives a 
provisioning request message from an external system and transmits information in the provisioning 
request message to a service provider, as recited in claims 1 and 54. 

The office action concludes that Figs. 1a and 1b of the Yang reference disclose the claimed 
provisioning system. In the telephone interview, Examiner Darno explained that it is his conclusion that the 
entire system disclosed in Figs. 1a and 1b is the provisioning system. The office action then concludes that 
the call center, which is one component of the system shown in Figs. 1a and 1b, corresponds to the 
claimed service provider. This conclusion cannot be correct. 

Claims 1 and 54 specifically require that the provisioning system receives a message from an 
external system and then transmits information from this message to the service provider. The claimed 
service provider and provisioning system CANNOT therefore be the same thing as concluded by the office 
action. 
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Examiner Responds: 

After further review of the instant application, the Examiner agrees with the Applicant 

that the service provider and the provisioning system cannot be the same thing. However, with 
that said, the Examiner remains convinced that the combination of Yang and Lewis discloses all 
the elements of at least Applicant's claim 1. 

The Examiner was incorrect in his interpretation of the Yang reference given in the 
interview with the Applicant's representative. And it is noted that there were some 
inconsistencies in the Examiner's prior office action. The Applicant's remarks brought these 
inconsistencies to light, and forced the Examiner to reconsider the references. The Examiner 
thanks the Applicant for his help in bringing these inconsistencies to the Examiner's attention 
such that the record may be clarified. 

With respect to claim 1, after further consideration, it is clear that the Yang reference 
discloses a provisioning system (Yang: Fig. lb, 130), service provider (Yang: Fig. lb, 150), and 
external system (Yang: paragraph [0047]; "other entity" - This has been adequately explained 
above.). Note that each entity is separate and unique from the other. 

» 

With that mapping of claim elements in mind, it is indeed clear that the cited references 
include a provisioning system that receives a provisioning request from an external system 
(Yang: paragraph [0047] and paragraph [0049]). While the example discussed in the 
specification has provisioning system (Yang: Fig. lb, 130) receive a provisioning request from a 
user, it is clear from paragraph [0047] of the Yang reference that some other entity besides the 
user or call center (provisioning system) can issue this provisioning request. The Examiner's 
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interpretation of the Yang reference yields the conclusion that this 'other entity' is the external 
system claimed by the Applicant. 

Finally, as detailed at paragraph [0049], line 1 - paragraph [0051], line 8 of the Yang 
reference, the reference discloses the provisioning system (Yang: Fig. lb, 130) transmitting a . 
provisioning request message, which is based on and includes information from the original 
provisioning request, through the Application Manager (Yang: Fig. lb, 112) on the users mobile 
device (Yang: Fig. lb, 110) to the service provider (Yang: Fig. lb, 150). 

Based upon this refined interpretation of the cited prior art, the Examiner believes it is 
clear that the cited prior art includes a provisioning system that receives a provisioning request 
message from an external system and transmits information in the provisioning request 
message to a service provider, as recited in Applicant 7 s claims 1 and 54. 

Therefore, since it is clear that the cited prior art appears to disclose or suggest each and 
every element of the Applicant's claimed invention, the rejections given under 35 U.S.C. 103(a) 
are upheld. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 



) 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1.136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the date of this final 



Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Patrick A. Darno whose telephone number is (571) 272-0788. The examiner can normally 
be reached on Monday - Friday, 9:00 am - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Don 
Wong can be reached on (571) 272-1834. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
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